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Serial Number: 09/653640 Attorney's Docket #: 303.703US1 
Filing Date: 8/31/2000; 

Applicant: Fishburn. 

Examiner: Alexander Williams 

Applicant's Amendment/Election of Group I (claims 19 to 36) in Paper # 8, filed 
4/226025, has been acknowledged. New claims 94-102 will also be examined. Error! 
Bookmark not defined. ... 

Claims 1-18 and 37-93 have been canceled. 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 

that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2)7 and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 19 to 25, 27 to 36, 94 to 98 and 100 to 102 are rejected under 35 U.S.C. 
§ 102(e) as being anticipated by Agarwl (U.S. Patent Application Publication # 
2002/0056864 A1). 

For example, in claims19 and similar claims 22, 25, 28, 31 , 34, 94, 97, and 100, 
Agarwl (figures 1 A to 3L) specifically figure 3L show an integrated circuit comprising: a 
first device 270,260,245; a second device {FET); a contact 240 coupling the first device 
to the second device; and an barrier structure 245 encircling the contact. 

In claim 98, Note that the specification contains no disclosure of either the critical 
nature of the claimed dimensions or any unexpected results arising therefrom. Where 
patentability is said to be based upon particular chosen dimensions or upon another 
variable recited in a claim, the Applicant must show that the chosen dimensions are 
critical. In re Woodruff , 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 

Claims 19 to 36 and 94 to 102 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Agarwl (U.S. Patent Application Publication # 2002/0056864 A1) in 
view of Moise et al. (U.S. Patent # 6,21 1 ,035 B1 ). 

Agarwl is cited for showing the features of the claimed invention, but fail to 
explicitly a bipolar second devi£. Specifically, Moise et al. (figures 3a to 4h 6a-6c, 8, 
10a-10d, and 13a-13i) specifically figure 4g show an integrated circuit comprising: a 
first device 416,414,412; a second device (CMOS or BiCMOS); a contact 404,406,408 
coupling the first device to the second device for the purpose of providing fabrication for 
paraelectric and ferroelectric capcitors and includes step transistors. 

Therefore, it would have been obvious to one of ordinary skill in the art to use 
Miose et al.'s bipolar device to modify Agarwl's second device for the purpose of 
providing fabrication for paraelectric and ferroelectric capcitors and includes step 
transistors. 
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Initially, it is noted that the 35 U.S.C. § 103 rejection 
based on that the one or more layers is three deals with an issue 
(i.e., the integration of multiple pieces into one piece or 
conversely, using multiple pieces in replacing a single piece) 
that has been previously decided by the courts. 

In Howard v. Detroit Stove Works 150 U.S. 164 (1893), the 
Court held, "it involves no invention to cast in one piece an 
article which has formerly been cast in two pieces and put 
together. ..." 

In In re Larson 144 USPQ 347 (CCPA 1965), the term 
"integral" did not define over a multi-piece structure secured as 
a single unit. More importantly, the court went further and 
stated, "we are inclined to agree with the solicitor that the use 
of a one-piece construction instead of the [multi-piece] 
structure disclosed in Tuttle et al . would be merely a matter of 
obvious engineering choice" (bracketed material added) . The 
court cited In re Fridolph for support. 

In re Fridolph 135 USPQ 319 (CCPA 1962) deals with 
submitted affidavits relating to this issue . The underlying 
issue in In re Fridolph was related to the end result of making a 
multi-piece structure into a one-piece structure. Generally, 
favorable patentable weight was accorded if the one-piece 
structure yielded results not expected from the modification of 
the two-piece structure into a single piece structure. 

Claim 26 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Agarwl 
(U.S. Patent Application Publication # 2002/0056864 A1). 

Therefore, it would have been obvious to one of ordinary 
skill in the art to use the one or more layers is three and the 
as "merely a matter of obvious engineering choice" as set forth 
in the above case law. 

The listed references are cited as of interest to this application, but not applied at 
this time. 
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Papers related to this application may be submitted to Technology Center 
2800 by facsimile transmission. Papers should be faxed to Technology Center 
2800 via the Technology Center 2800 Fax center located in Crystal Plaza 4-5B15. 
The faxing of such papers must conform with the notice published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). The Technology Center 2800 Fax 
Center number is (703) 308-7722 or 24. Only Papers related to Technology Center 
2800 APPLICATIONS SHOULD BE FAXED to the GROUP 2800 FAX CENTER. 

Any inquiry concerning this communication or any earlier 
communication from the examiner should be directed to Examiner 
Alexander Williams whose telephone number is (703) 308-4863 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the Technology Center 2800 
receptionist whose telephone number is (703) 308-0956. 
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